
IN THE UNTIED STATES PATENT AND TRADEMARK OFFICE 

In re Application of: 

TENNIS RACQUET EQUIPPED 
WITH A TENNIS BALL RETRIEVER 

Alice H. Howe 
Filed: 09/06/00 

STATE OF WISCONSIN ) 

) 

COUNTY OF LA CROSSE ) 

1, ALICE HOWE, being duly sworn, deposes and states as follows thai:. 

. 1. I was granted an R.N. degree by St Frances School of Nursing. I was 
employed as aRegistered Nurse at the La Crosse Clime from 1958 to 1969; al the 
Univerfflty of La Crosse Health Center from 1970 to 1980; and at St. Frances Hospital 
from 1980 to 1995. I have been an avid tranis player and &n for more than half a century, 
having played tennis on tennis courts throughout the U.S.A., Mexico and Europe. 

2. I devised the testii^ procedures used to test the efificacy of hook and loop 
type festencTS as reported in the Example of the captioned patent applicatioa 

3. I am also thc^plicant of the invention described-aad daimed in the above 
{^plication. 

4, I hffve read and am femiliar with the OflSce Action of Paper No. 3, the 
daims as cuirenUy to be amended in the response to Paper No, 3 by my attorney, the dted 
references of Paper No. 3, and the rgection of claims 1-7, 9, 10 and 12 as unpatentable 
over 35USC103(a) over U.S. Pat. No. 4.834,393 (Feldi) or French Patent No. 2594037 
Q4us$tm\ and either in view of U.S. Pat. No. 5,077,870 {Melhye et al) and alleged 
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appBcant's admission of prior art in the specification; and the regection of daims 8, 1 1 and 
13-15 as ui^atentable ovetFekSy or Musslin, and in view of Melbye and applicant's 
admission of the prior art in his specification and m fiirther view of U.S. Patent dted No. 
4,993,712 (Wwn). 

5 . Pursuant to the request of my patent attorney, a mushroom-type strip 
festener, representative of U.S. Patent No. 5,077,870 (MeOye), was tested under identical 
testing procedures as reported in the Example of the captioned patent application to 
deterzmne its ability to engage and lift onfinary tennis halls from the ground. 
Representatives of the manu&cture and patent assignee of the U.S. Patrat No. 5,077,870 
{MeWye) indicated that the loop mushroom-type strip festeners ^ual-4ock) used in this 
test was fiirly representative of the mushroom-type festeners of U.S. Patent No. 
5,077,870. In 4e test, a one-feot length of the mushroom-type strip fastener was attached 
by its own adhesive baddng to the outer edge of the shoulder of a Wilson tennis racquet. 
Pursuant to the t^, three of the most commonly used tennis balls, namdy Wilson 
Championship t^mis ball, Dunlop Tournament tennis ball, and Penn Medalist tennis ball 
were tested. In each test, ten. attempts were made to engage and lift each ball by firmly 
contactii^ the &ce of the 'Dual-lock'* &stener material to the felt or nap of the tennis ball. 

6. In all thirty attempts of paragraph 5 above, to lift the three different types 
of tennis balls off the ground with the mushroom-type strip fastener of U.S. Patent No. 
5,077,870 Q4elbye\ all attempts were completely unsuccessfiil upon all of the tested 
teamis balls. The 'TJiaal-loct' nmshroom-type festener of US- Patent No. 5,077,870 
Qdelbye) Med to adhere, stick or attach onto any of the Mi sur&ies of any tennis ball in 
any of the aforoneotioned 30 test attempts. 

7. It Is therefore conduded that the tested mushroom-type strip fkstener of 
U.S. Patent No. 5.077,870 Qi4eibye\ when attached to the edge of an ordinary tennis 
racquet, is totally ineffective for retrieving ordinary tennis balls off the ground upon 
tnngeiitial contact as pr^cribed by my amended daims. 
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8. The ph/sical and fbnctional properties of the Meihye tnushroom-type 
festener do not permit it to engagingly attach or adhere to the felt surface of a common 
teimis ball as evidenced by the test results reported herein. 

9. The mushroom-type festiesncr of U.S. Patent No. 5,077,870 to Melbye 
-cannot engage and lift a grounded tennis baU upon tangential contact as defined by the 
amended datms of the c^tioaed applicatioxL 

10. It is fectually incorrect to conclude that Afe/Zjyc U.S. PatentNo. 5,077,870 
at column I, lines 15-23 discloses Vdcro™ and ScotchMate^ are fijnctional equivalenu as 
hook-and-loop listeners or that equivalency may be esttended to cover the uniquely 
(fi^Ekent pre-shninken nylon monofilament hooks of the higjily specific and narrov^dy 
defiiied characteristics as defined by the curr^dy amended claims. 

11. The mushroom-type festenerofU.S. Patent No- 5,077,970 to Melbye Ms 
to meet the claimed requirements of a series of pre-shrunken nylon monofilam«it hooks 
o£ a) an average hdghtofat least 1.85 mm 

b) an average diameter ofat least 8.25 mil 

c) an average hook width ofat least 1.0 mm; and 

d) an average hook depth ofat least 0.6 mm 

12. United States Patent No. 5,077,870 to the Melbye patent disdoses and 
daims "a mushrbom-type hook strip" having an **array of upstanding stems*' and "a 
mushroom head at an end of the stem" as shown in Figure 1 of the Melbye patent which is 
clearly diflferem in plq^cal and functional characteristics fiom the claimed preshrunken 
monofilament hooks as mustrated in Figure 5 of the captioned application. 

13. The mushroom headed stem of U.S. Patent No. 5,077.870 to Melbye 
patent is completely diff^ent in physical structure and fimcdon fiom the claimed hooked 
configuration and diiaracteristics of the claimed preshrui&en monofilament hooks. 

14. The Melbye mushroom hook fastraers are neither the actual nor fimctional 
equivalent of the monofilament hooks as characterized and defined by the airrently 
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peodbg claims in the captiozied application as verified with the testing resuhs repoited 
herein. 

15. For conapaiisoii purposes to the mushroom-type fkst^er of U.S. Patent 
No. 5,077, 870, a monofilament as defined in claims 4-15 of the captioned appKcation, 

Example 1^ provided the unexpectedly superior efficacy upon 
tangential contact onto all three types of grounded tennis balls, as has been reported in the 
Ewnple of the captioned patent applicant. 

16. The above comparative test results represKit a feir comparison between the 
cldined pres^!^^ of the captioned application and the mushroom-type 
Bigteasa:s of US; Patent No. 5,077^870. 

17. FuFtherdeponethsayeth naught. 



Alice H. Howe ^ ^ Dafe 



Affiant 



STATE OF WISCONSIN ) 

) 

COUNTY OF LA CROSSE ) 



P^gonally came befive me this JS^ day of October, 2001, 
the above-named Z/ /7>^. to me 

Known to be the'pefsbn who signed as Affiant who executed 
the &regcring instrument and adcnowledged the same. 



y Public , 
My conmiisaon &csSies J ^/Li^ 
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